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Abstract 
 
Geographical indications (GIs) are indications that identify regional provenance of 
products with special quality, characteristics or reputation which is essentially 
attributable to the origin, such as Champagne and Roquefort. In the WTO arena, 
countries from the Old World and the New World remain deeply divided on issues of 
creating a multilateral register for GIs for wines and spirits and extending a higher 
level of GI protection beyond wines and spirits, leading to a deadlock of multilateral 
negotiations on GI protection. The debates in the Doha Round and the positions of the 
US and EU, as representatives from the two camps, on GI protection, reflect a 
divergent understanding of GIs regarding the ideology, underlying rationales, and 
specific rules between the Old World and the New World, and are closely associated 
with their trade interests.  
 
After discussing different models of GI protection adopted by the US and the EU, this 
article explains why controversies over GIs between the two parties emerged and then 
considers the potential of harmonization. Although there are considerable differences 
between the US and the EU concerning GIs, it is argued that the divergency is 
reconcilable and the division is narrowing. 
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1. Introduction 

 

Geographical indications (GIs) are one of the most controversial categories of 

intellectual property rights due to their overlapping dimensions of law, economics, 

culture, and social policy. According to the Agreements on Trade-Related Aspects of 

Intellectual Property Rights (TRIPS Agreement), GIs refer to “indications which 

identify a good as originating in the territory of a Member, or a region or locality in 

that territory, where a given quality, reputation or other characteristic of the good is 

essentially attributable to its geographical origin”.1 GIs are therefore signs that have 

historically indicated the regional provenance of agricultural products and foodstuffs, 

such as Gorgonzola for cheese and Rioja for wine. The legal regulation of such signs, 

in terms of identifying those entitled to use them, and forms of commercial misuse, has 

proved controversial in international trade. The topic of GI protection is complicated 

by its underdeveloped doctrinal basis and various models of protection. The debates in 

the WTO arena and the positions of the US and EU, as representatives from two camps 

— the New World and the Old World — on GI protection, reflect a divergent 

understanding of GIs regarding the underlying concept and specific rules, and are 

closely associated with their trade interests. On one hand, the US, as a typical country 

of the New World, qualifies GIs as commercial signs, not distinguishing them from 

trademarks and claims that it is sufficient to protect GIs under trademark law, thereby 

preventing consumer confusion or unfair competition.2  In the US, GIs are mainly 

 
1 TRIPS Agreement (1994), Article 22.1. 
2 See the United States Patent and Trademark Office (USPTO), “Geographical Indication Protection in 
the United States” (hereinafter the USPTO document), 
https://www.uspto.gov/sites/default/files/web/offices/dcom/olia/globalip/pdf/gi_system.pdf, accessed 



 

3 

protected as geographic certification marks, 3  without the concept of GIs being 

supported. On the other hand, the EU, with several traditional regional specialties from 

within its Member States, established a legal framework of community rules and a 

registration-based system for designations of origin and GIs. The EU is a leading 

advocate for a higher level of protection for all GIs. Besides, its attitude towards GI 

protection is largely driven by the Common Agricultural Policy (CAP), for achieving 

certain policy goals.4 Therefore, exploring the reasons why the divergence emerged 

and considering the potential for harmonizing these differences between the US and 

the EU have significance beyond just these two parties. Finding common ground 

between these two would signal the possibility that the New World and the Old World 

positions on GIs can be reconciled, which could potentially bring WTO Member States 

closer together again when negotiating these issues in the WTO arena, and could 

renew initiatives for GI protection at the international level. 

From a general perspective, the disputes over GI protection between the US and 

the EU could be regarded as the result of the choice of distinct models of GI 

protection.5 Because of the choice of trademark law based on the rationale of consumer 

protection, the US treats GIs as commercial signs conveying information to consumers 

and protects GIs by trademark rules. On the contrary, choosing a sui generis system in 

the EU, GIs are protected via a distinct or sui generis regime, with its own rules and 

resting on distinct theoretical rationales. Therefore, this article is going to discuss the 

choice of models of GI protection in the US and the EU as the starting point, analyzing 

 
May 8, 2019. GIs are considered as having the same functions as trademarks — both of them are 
source-identifiers, guarantees of quality and valuable business interests. 
3 There are other means to protect GIs, such as collective marks and appellations of origin of wine. 
4  See quality policy under the CAP where GIs are used as an important tool to achieve aims, 
https://ec.europa.eu/info/food-farming-fisheries/food-safety-and-quality/certification/quality-labels, 
accessed May 8, 2019. 
5 As for reasons behind those choices, it is another topic associated with history, tradition, concept of 
GIs and so on, which will be discussed later in part 4. 
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the different approaches, and exploring whether controversies over GI protection 

between the two parties could be harmonized or not. 

 

2. Approaches to GI Protection Adopted in the US 

 

2.1 Trademark law 

Protecting GIs through the certification mark system is the main approach 

adopted in the US. In the Lanham Act, the term “certification mark” is defined as 

follows: 

The term “certification mark” means any word, name, symbol, or device, or 

any combination thereof — 

(1) used by a person other than its owner, or 

(2) which its owner has a bona fide intention to permit a person other than 

the owner to use in commerce and files an application to register on the principal 

register established by this chapter,  

to certify regional or other origin, material, mode of manufacture, quality, 

accuracy, or other characteristics of such person’s goods or services or that the 

work or labor on the goods or services was performed by members of a union or 

other organization.6 

Generally, certification marks could be used to indicate: (1) geographical origin; 

(2) standards met with respect to materials, mode of manufacture, quality, accuracy or 

other characteristics; (3) that work or labor was performed by a member of a union or 

 
6 15 USC §1127 (section 45 of the Lanham Act). 
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that worker meets certain standards.7 The certifying entity owns the certification mark, 

and anyone whose products meet the certifying standards is entitled to use that mark. 

The Trademark Manual of Examining Procedure (TMEP), published by the USPTO, 

lists two characteristics that can differentiate certification marks from trademarks or 

service marks: the first is that a certification mark cannot be used by its owner and, 

second, a certification mark is used to certify a particular aspect of the product rather 

than indicate the commercial source or distinguish one’s product from others’.8 

There are several types of certification marks. Some of them certify only one 

aspect of the products. For example, INDIANA GROWN is a certification mark used 

to certify that “the goods provided have been grown and/or produced in Indiana”.9 

Some are used to certify more than one characteristic of the products, such as origin, 

quality, material and mode of manufacture. Among these types of certification marks, 

the most related to GIs is the geographic certification mark, used to certify that the 

products “originate in the geographical region identified by the term or, in some 

circumstances, from a broader region that includes the region identified by the term”.10 

There are numbers of geographical designations registered as geographic certification 

marks in the US such as “IDAHO POTATOES” (Reg. No. 4221403), “MADE WITH 

IDAHO WHEAT” (Reg. No. 4925011), “PARMIGIANO REGGIANO” for cheese 

(Reg. No. 3472346) and “ROQUEFORT” for cheese (Reg. No. 0571798). What 

should be noticed is that a certification mark that comprises a geographical name may 

not serve as a geographic certification mark. For example, the certification mark 

“CALIFORNIA CERTIFIED ORGANIC FARMERS” is not used to certify that the 

 
7 Trademark Manual of Examining Procedure (TMEP) §1306.01, which is available at https://tmep.us
pto.gov/RDMS/TMEP/current, accessed May 8, 2019. 
8 Ibid. 
9  INDIANA GROWN (Reg No 5112880). This can be found in the Trademark Electronic Search 
System (TESS), https://www.uspto.gov/trademark, accessed May 8, 2019. 
10 TMEP §1306.05(a). 
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goods originate in California but to certify that “goods were organically grown, 

processed and produced in according with the California Organic Food Act”.11 

A geographical name can be registered as a geographic certification mark without 

the requirement of distinctiveness,12 provided it is recognized by consumers that it 

designates products coming from the particular region. As the TMEP prescribes: 

The issue in determining whether a designation is registrable as a regional 

certification mark is whether the public understands that goods bearing the mark 

come only from the region named in the mark, not whether the public is 

expressly aware of the certification function of the mark per se. 

… 

When reviewing an application for a geographic certification mark, the 

examining attorney must consider the specimen of record and any other available 

evidence to determine whether the relevant consumers understand the 

designation as referring only to goods or services produced in the particular 

region identified by the term and not those produced elsewhere as well. 13 

In addition to certification marks, collective marks in the US can also be 

collectively used, but the requirement of distinctiveness impedes them from being the 

first choice to protect GIs. Marks registered as collective marks in the US are actually 

ordinary trademarks or service marks but used by members of an association, which 

means that marks must be “distinctive” as required for all non-certification marks. 

Consequently, geographical signs which are registrable as collective marks must 

 
11 CALIFORNIA CERTIFIED ORGANIC FARMERS (Reg No 1625429). See also TMEP §1306.05(f). 
12 Community of Roquefort v William Faehndrich, Inc, 303 F 2d 494, 133 USPQ 633 (1962) (US Court 
of Appeals Second Circuit). 
13 TMEP §§1306.05(a), 1306.05(c). 
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acquire secondary meaning.14 The requirement of distinctiveness through use means 

that they are not widely used for GI protection. 

Following registration, signs are protected primarily against consumer confusion 

as the principal form of infringement. 15  However, over the last century, the US 

trademark law expanded protection beyond this, with the introduction of dilution 

doctrine, offering a justification for protecting the mark itself. As a part of the Lanham 

Act, the Federal Trademark Dilution Act (FTDA), which was originally enacted in 

1995 and revised in 2006, known as the Trademark Dilution Revision Act (TDRA), 

protects famous marks against dilution.16 As stated in the Act: 

Subject to the principles of equity, the owner of a famous mark that is 

distinctive, inherently or through acquired distinctiveness, shall be entitled to an 

injunction against another person who, at any time after the owner’s mark has 

become famous, commences use of a mark or trade name in commerce that is 

likely to cause dilution by blurring or dilution by tarnishment of the famous mark, 

regardless of the presence or absence of actual or likely confusion, of 

competition, or of actual economic injury.17 

There are two types of dilution: dilution by blurring “is association arising from 

the similarity between a mark or trade name and a famous mark that impairs the 

distinctiveness of the famous mark”; dilution by tarnishment “is association arising 

 
14  The USPTO document (n 2): “[G]eographical names or signs — which otherwise would be 
considered primarily geographically descriptive and therefore unregistrable as trademarks or collective 
marks without showing of acquired distinctiveness in the United States — can be registered as 
certification marks”. 
15 J Thomas McCarthy, McCarthy on Trademarks and Unfair Competition (4th ed., Eagan: Thomson 
Reuters 2004) § 2:33: “It is accurate to state that, ‘Confusion of the public is the essence of both 
trademark infringement and unfair competition.’’’ 
16  For more information about dilution, please see Daniel Bereskin and others (eds), International 
Trademark Dilution (Thomson Reuters 2019). 
17 15 USC §1125(c)(1) (section 43 of the Lanham Act). 
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from the similarity between a mark or trade name and a famous mark that harms the 

reputation of the famous mark”.18 

It can be seen from the above provisions that dilution theory is only applied to 

famous marks which are distinctive, whether inherently or through use. Then, are 

certification marks protected against dilution, especially geographic certification marks 

which were considered as descriptive? This question has been addressed in Tea Board 

of India v. The Republic of Tea, Inc.19 The Republic of Tea, Inc. filed an application to 

register DARJEELING NOUVEAU, and disclaimed the word DARJEELING, but this 

application was opposed by the Tea Board of India, the owner of the certification mark 

DARJEELING (Reg. No. 1632726), on the grounds that there was a likelihood of 

confusion and the applicant’s mark was likely to dilute the certification mark.20 In 

response, the applicant added a counterclaim to cancel the registration of the 

certification mark, claiming that the opposer failed to maintain effective control over 

the use of the mark and the mark had become generic for a type of tea.21  After 

dismissing the applicant’s counterclaim, concluding that there was no evidence to 

show that the control was inadequate, and DARJEELING was not generic, the TTAB 

turned to address the opposer’s claim.22 Although the TTAB did not consider the issue 

of dilution directly on the basis that confusion was likely, in determining the strength 

of the certification mark, it held that “DARJEELING” is inherently distinctive as a 

certification mark: 

Geographically descriptive terms are generally regarded as inherently weak 

and entitled to less protection than arbitrary or suggestive marks. Ordinarily, a 

 
18 15 USC §1125(c)(2) (section 43 of the Lanham Act). 
19 80 USPQ 2d 1881 (Trademark Trial and Appeal Board (TTAB) 2006) (hereinafter Darjeeling (TTAB)). 
20 Ibid. 
21 Ibid. 
22 Ibid. 
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term that describes the geographic source of a product is not protectable without 

a showing of acquired distinctiveness. However, Section 2(e)(2) of the 

Trademark Act which prohibits registration of a mark that is primarily 

geographically descriptive of an applicant’s goods, provides a specific exception 

for marks used to certify indications of regional origin under Section 4 of the Act. 

Thus, the presumption that a geographic term is inherently weak does not attach 

to geographic terms that are used to certify regional origin. 

Thus, we consider DARJEELING inherently distinctive as a certification 

mark indicating geographic origin as it inherently identifies the geographic 

source of the tea. Generally, greater protection is afforded to more distinctive 

marks. 

… 

Thus, the mark is entitled to broad protection for those goods.23 

This case recognized a type of “geographical distinctiveness”.24 At present, the 

TMEP suggests that geographical designations “that appear in a certification mark and 

function to certify regional origin should be treated like distinctive terms” rather than 

geographically descriptive, and should not be considered “weak” or “subject to a 

narrower scope of protection”.25 

That is to say, the US trademark law offers a direct way of protecting GIs — 

being registered as certification marks. If the GI has acquired secondary meaning, it 

can also be registered as a collective mark. Generally, both certification and collective 

marks are protected against consumer confusion; famous ones can also be protected 

against dilution. 
 

23 Ibid. 
24 Peter M Brody, “Geographical Indications and Dilution: Reinterpreting ‘Distinctiveness’ under the 
Lanham Act” (2010) 100 TMR 905, 928. 
25 TMEP §1306.05(a) and (g). 
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2.2 AVA appellations of origin of wines 

In addition to the trademark system, under the authority of the Alcohol and 

Tobacco Tax and Trade Bureau (TTB), the American Viticultural Area (AVA) was 

created to protect “appellations of origin” for wines, “allow[ing] vintners and 

consumers to attribute a given quality, reputation, or other characteristic of a wine 

made from grapes grown in an area to its geographical origin.”26  An AVA is defined 

as “[a] delimited grape-growing region having distinguishing features as described in 

part 9 of this chapter [American Viticultural Areas] and a name and a delineated 

boundary as established in part 9 of this chapter”.27 A wine may be labeled with an 

AVA if: 

(i) The appellation has been approved under part 9 of this title or by the 

appropriate foreign government; 

(ii) Not less than 85 percent of the wine is derived from grapes grown 

within the boundaries of the viticultural area; 

(iii) In the case of foreign wine, it conforms to the requirements of the 

foreign laws and regulations governing the composition, method of production, 

and designation of wines available for consumption within the country of origin; 

and 

(iv) In the case of American wine, it has been fully finished within the State, 

or one of the States, within which the labeled viticultural area is located (except 

for cellar treatment pursuant to §4.22(c), and blending which does not result in 

an alteration of class and type under §4.22(b)).28 

 
26 The website of the TTB, “American Vinticultural Area (AVA)”, https://www.ttb.gov/wine/ava.shtml, 
accessed May 9, 2019. 
27 27 CFR §4.25 (e)(1)(i). 
28 27 CFR §4.25 (e)(3). 
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In order to establish an AVA, a petition including all of the evidentiary materials 

must be submitted to the TTB, which contain name evidence, boundary evidence, 

distinguishing features, maps and boundary description.29 That is, the petition must 

explain in detail how the proposed AVA identified by a name associated with defined 

boundaries affects viticulture and makes it distinctive from those associated with 

adjacent areas outside the proposed AVA boundary.30 It is observed that the TTB is 

increasingly demanding the homogeneity of natural characteristics of the region of 

origin.31 If the area proposed lacks such homogenous features, which results in varying 

winegrowing qualities, the region would fail to be awarded an AVA.32 The system that 

recognizes the differentiation of products with origin-based quality and requires a 

demarcated area recalls the EU sui generis GI model.33  Although there are some 

differences between the AVA system and the EU GI scheme as to the details, these 

two systems aim to provide more information as to the wine in addition to the 

geographical source to consumers and to “protect and promote place names and origins 

and demand truth in labeling”. 34  Thus, the AVA system on the one hand, aids 

consumers to find a wine with special quality or features originating in a certain area, 

and on the other hand, helps wine producers to distinguish their wines from those 

originating in other areas. 35  Until December 14, 2018, there were 242 AVAs 

 
29 27 CFR §9.12 (a). 
30 Ibid. 
31 Caroline Le Goffic and Andrea Zappalaglio, “The Role Played by the US Government in Protecting 
Geographical Indications” (2017) 98 World Development 35, 40. 
32 Ibid. 
33  Ibid 39-40. See also Lindsey A Zahn, “The Truth Behind American Viticultural Area” (The 
Grapevine Magazine), https://thegrapevinemagazine.net/article/the-truth-behind-american-viticultural-
areas/, accessed May 9, 2019; Ray Johnson and Johan Bruwer, “The Balancing Act between Regionality 
and American Viticultural Areas (AVAs)” (2007) 18(3) Journal of Wine Research 163, 166: stating that 
the establishment of the AVA system was meant to imitate French AOC system. 
34 Zahn (n 33). 
35 McCarthy (n 15) §14:19.50. 
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established in the US.36 Generally, names of AVAs are protected from misuse “unless 

the wine meets the appellation of origin requirements for the geographic area 

named”.37 Yet, an exception was made where the name was used before July 7, 1986, 

with the true origin being disclosed,38 which is known as the “grandfather clause”. 

Commentators believe that it may cause consumer confusion and reputation 

appropriation.39  

 

3. Models of GI Protection in the EU 

 

3.1 Sui generis GI system 

At the EU level, the sui generis system is the dominant means for GI protection. 

The first regulation was adopted in 1992, 40  seeking to establish a framework of 

community rules and a system of registration for designations of origin and GIs on 

agricultural products and foodstuffs and confer protection in every Member State.41 

The regulation was replaced by Regulation (EC) No. 510/2006 which was in turn 

repealed by Regulation (EU) No. 1151/2012.42 Besides these, there are three other 

effective regulations dealing with wines, aromatized wines and spirit drinks 

 
36  The website of the TTB, “Established American Viticultural Areas”, 
https://www.ttb.gov/wine/us_by_ava.shtml, accessed May 9, 2019. 
37 27 CFR §4.39 (i)(1). 
38 27 CFR §4.39 (i)(2). 
39 Jay Kiiha, “Trade Protectionism of Wine Brand Names at the Expense of American Viticultural Areas: 
Arbitrary Protection of ‘Big Liquor’ at the Expense of Small Vineyards” (2004) 9 Drake Journal of 
Agricultural Law 157, 167-69; Michael Maher, “On Vino Veritas? Clarifying the Use of Geographic 
References on American Wine Labels” (2001) 89(6) 1881, 1916-17: suggesting that the Federal Bureau 
of Alcohol, Tobacco, and Firearms (transferred to the Department of Justice and the TTB in 2003) 
should require grandfathered geographic brand names be phased out during a reasonable period. 
40 Council Regulation (EEC) No 2081/92 of 14 July 1992 on the protection of geographical indications 
and designations of origin for agricultural products and foodstuffs [1992] OJ L208/1. 
41 Bayerischer Brauerbund eV v Bavaria NV (C-120/08) [2011] ETMR 11 (CJEU) [AG6] (AG Mazák). 
42  Council Regulation (EC) No 510/2006 of 20 March 2006 on the protection of geographical 
indications and designations of origin for agricultural products and foodstuffs [2006] OJ L93/12. 
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respectively (Regulation (EU) No. 1308/2013,43 Regulation (EU) No. 251/201444 and 

Regulation (EU) No. 2019/787 45) which constitute the sui generis system for GI 

protection together with Regulation (EU) No. 1151/2012. 

Before the adoption of the first regulation on GI protection, appellations of origin 

(AOs) corresponding to the traditional French concept were the only species of 

indications of geographical origin (IGOs)46 that acquired judicial recognition. In E. C. 

Commission v. Federal Republic of Germany (hereinafter Sekt/Weinbrand), the 

German Wine Act (1971) reserved the designations “SEKT” and “WEINBRAND” for 

national production and “PRADIKATSSEKT” for wines produced in Germany from a 

given minimum proportion of German grapes, which was held as equivalent to a 

quantitative restriction and thus failed to comply with the obligation not to impede the 

free circulation of goods.47 Germany responded that it was a permissible exception to 

that obligation because the terms were “indications of origin” in the opinion of the 

trade and consumers in Germany.48 However, the ECJ only recognized those terms that 

indicated products which had objective links to the geographical origin as exceptions 

to the free movement of goods principle. 

These terms fulfil their specific function [to prevent producers against 

unfair competition and protect consumers from false indications] only if the 
 

43 Regulation (EU) No 1308/2013 of the European Parliament and of the Council of 17 December 2013 
establishing a common organisation of the markets in agricultural products and repealing Council 
Regulations (EEC) No 992/72, (EEC) No 234/79, (EC) No 1037/2001 and (EC) No 1234/2007 [2013] 
OJ L347/671. 
44 Regulation (EU) No 251/2014 of the European Parliament and of the Council of 26 February 2014 on 
the definition, description, presentation, labelling and the protection of geographical indications of 
aromatized wine products and repealing Council Regulation (EEC) No 1601/91 [2014] OJ L84/14. 
45 Regulation (EU) 2019/787 of the European Parliament and of the Council of 17 April 2019 on the 
definition, description, presentation, labelling of spirit drinks, the use of the names of spirit drinks in the 
presentation and labelling of other foodstuffs, the protection of geographical indications for spirit drinks, 
the use of ethyl alcohol and distillates of agricultural origin in alcoholic beverages, and repealing 
Regulation (EC) No 110/2008. 
46 For the purpose of this article, IGOs refer to a category of signs which designate the place of origin of 
products, including indications of source, appellations of origin and GIs. 
47 [1975] 1 CMLR 340 (ECJ) paras 1-3. 
48 Ibid para 4. 
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product which they designate in fact possesses qualities and characteristics due 

to the geographic locality of its origin. As [it] concerns more particularly 

indications of origin, the geographic location of the origin of a product should 

impart to it a quality and specific characteristics which are such as to 

individualise it. 

… 

However, the protection given by the “indication of origin” is only 

legitimate if the product covered by it really does possess characteristics capable 

of conferring a particular identity on it from the point of view of its geographical 

source and therefore, where that condition is lacking, such protection cannot be 

justified by relying on consumer opinion …49 

The outcome of the decision itself was not objectionable because those terms 

were considered as generic at that time,50 but the reasoning was criticized fiercely by 

German commentators.51 According to the reasoning that only appellations of origin 

were qualified exceptions, was the ECJ trying to suggest that the designation 

“FRENCH CHEESE” cannot be reserved for cheese from France?52 Besides, the ECJ 

not only denied the need to protect indications of source (IS) which merely designated 

the geographical origin but also objected to the protection for GIs which indicated 

products whose quality or characteristics were essentially attributable to human 

factors: 

 
49 Ibid paras 7, 12 (emphasis added). 
50 Dev Gangjee, Relocating the Law of Geographical Indications (Cambridge: CUP 2012) (hereinafter 
Gangjee, Relocating GI Law) 228. 
51  See, for example, Friedrich-Karl Beier, “The Need for Protection of Indications of Source and 
Appellations of Origin in the Common Market: The Sekt/Weinbrand Decision of the European Court of 
Justice of 20 February 1975” in Herman C Jehoram (ed), Protection of Geographic Denominations of 
Goods and Services (Alphen aan den Rijn: Sijthoff & Noordhoff 1980); Gerhar Schricker, “Protection 
of Indications of Source, Appellations of Origin and Other Geographic Designations in the Federal 
Republic of Germany” (1983) 14(3) IIC 307, 319-20. 
52 Beier (n 51) 201. 
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While the method of manufacture used for such products can contribute to 

giving them their character, it is not on its own decisive, apart from the quality of 

the grape used, in determining their origin. Furthermore, the method of 

manufacture of a vinous product constitutes a link factor which is all the less 

capable on its own of characterising its source since, in so far as it is not bound 

to the use of a given grape, it is capable of being applied in other geographical 

areas.53 

However, the narrow concept of the protected IGOs was changed in 1992 when 

reputational indications of source were for the first time recognized by the ECJ. In 

Exportur SA v. LOR SA and Confiserie du Tech, in deciding whether the Spanish 

geographical names “TOURON ALICANTE” and “TOURON JIJONA” without the 

objective links could be used on confectionery produced in France, the ECJ rejected 

the reasoning in Sekt/Weinbrand as it would deprive protection for all indications of 

provenance in the broad sense — “[s]uch names may nevertheless enjoy a high 

reputation amongst consumers and constitute for producers established in the places to 

which they refer an essential means of attracting custom. They are therefore entitled to 

protection”.54 

Although the notions of terroir55 and reputation were both recognized by the ECJ, 

there were still divergences on the way to establishing the registration system with 

 
53 E C Commission v Federal Republic of Germany (Sekt/Weinbrand) [1975] 1 CMLR 340 (ECJ) para 9. 
54 (C-3/91) [1992] ECR I-5529, paras 27-28. 
55 It is the mainstream to regard that the notion of terroir includes both natural and human factors which 
influence the quality of the products, see Gangjee, Relocating GI Law (n 50) 85-90, observing that there 
are at least three overlapping notions of terroir; Amy B Trubek, The Taste of Place: A Cultural Journey 
into Terroir (California: University of California Press 2008) 69: believing that the human attributes 
input in terroir are “cultural and sensual rather than objective and scientific”; Michael Blakeney, 
“Geographical Indications: What Do They Indicate?” (2014) 6(1) WIPO Journal 50, 51; Laurence 
Bérard and Philippe Marchenay, “A Market Culture: Produits de Terroir or the Selling of Culture” in 
Sarah Blowen, Marion Demossier and Jeanine Picard (eds), Recollections of France (New York and 
Oxford: Berghahn Books 2000) 160; Marion Demossier, “Beyond Terroir: Territorial Construction, 
Hegemonic Discourses, and French Wine Culture” (2011) 17(4) Journal of the Royal Anthropological 



 

16 

regard to the recognition of IGOs — restricted to AOs or adopting a broad concept of 

the IS.56 In response to Germany’s proposal of adopting a broad concept to include all 

geographical names in one category, France suggested recreating an avenue for 

protected geographical indications to avoid blurring the concept of AOs or 

designations of origin.57  Eventually, a compromise was reached that two different 

logics were fused in one harmonized registration-based system — one established on 

terroir, the other qualified due to the reputational link58  — and the protection of GIs 

are divided into two pathways — “protected designation of origin” (PDO) and 

“protected geographical indication” (PGI).59 At present, the model is well established 

and large numbers of PDOs and PGIs have been registered.60 

The GI mechanism adopted at the EU level is designed around the concept of 

product specificity. 61  The registration procedures generally include application, 

scrutiny, opposition, and decisions on registration operated at two levels (the Member 

State and the Commission): a GI registration application (including the product 

specification) shall be addressed to the Member State to scrutinize whether it meets 

 
Institute 685, 691-93; Cornelis Van Leeuwen and Gerard Seguin, “The Concept of Terroir in 
Viticulture” (2006) 17 (1) Journal of Wine Research 1, 1-3; Amy B Trubek and Sarah Bowen, “Creating 
the Taste of Place in the United States: Can We Learn from the French?” (2008) 73 GeoJournal 23, 27. 
56 For more details of that period of history, see Gangjee, Relocating GI Law (n 50) 228-30. 
57 Marina Kolia, “Monopolising Names: EEC Proposals on the Protection of Trade Descriptions of 
Foodstuffs” (1992) 14(7) EIPR 233, 235-36; Dev Gangjee, “From Geography to History: Geographical 
Indications and the Reputational Link” in Irene Calboli and Wee Loon Ng-Loy (eds), Geographical 
Indications at the Crossroads of Trade, Development, and Culture (Cambridge, New York and others: 
CUP 2017) 51. 
58 What has to be clarified is that the reputational IS recognized by the ECJ is different from GIs 
established merely on the reputational link defined in the EU regulation because the latter should anchor 
in the geographical origin or the reputation should be essentially attributable to the origin. 
59 At present, for agricultural products, foodstuffs and wines, there is a distinction between PDOs and 
PGIs, while for aromatized wines and spirits, there is no differentiation but the general concept 
“geographical indication”. See Regulation (EU) No 1151/2012, Article 5; Regulation (EU) No 
1308/2013, Article 93(1); Regulation (EU) No 251/2014, Article 2(3); Regulation (EU) 2019/787, 
Article 21. 
60 See databases DOOR for agricultural products and foodstuffs, EAMBROSIA for wines and spirit 
drinks. 
61  Cerkia Bramley, Delphine Marie-Vivien and Estelle Biénabe, “Considerations in Designing an 
Appropriate Legal Framework for GIs in Southern Countries” in Cerkia Bramley, Estelle Biénabe and 
Johann Kirsten (eds), Developing Geographical Indications in the South (Dordrecht: Springer 2013) 18. 
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specified conditions; a national opposition procedure is a part of the scrutiny; if the 

Member State considers that the requirements are met, it may take a favorable decision 

and lodge an application dossier with the Commission; an application from a third 

country can be lodged with the Commission, either directly or via the authorities of the 

third country concerned; the Commission scrutinizes the application again and if 

conditions are fulfilled, it will publish it in the Official Journal of the European Union 

(OJEU); within three months from the date of publication, any entity with a legitimate 

interest may lodge a notice of opposition with the Commission; if no notice of 

opposition or no admissible reasoned statement of opposition is received, the 

Commission shall register the name and publish in the OJEU.62 Registered PDOs and 

PGIs in this system are protected at the same level against misuse, imitation and 

evocation from external infringement.63  

As for enforcement, internally, in addition to the management of GIs and GI 

products conducted by operators’ organizations, they are subject to official controls.64 

It is one of the prominent characteristics of the EU sui generis GI system that there is a 

high degree of state involvement in the external and internal GI enforcement — 

fighting against infringement and verifying the compliance with the product 

specification — to ensure that GIs are indeed used on those genuine products. In sum, 

the sui generis GI system not only concerns the sign from the communicative logic but 

also takes the underlying products into consideration in order to ensure their 

provenance and authenticity.  

 
62 Regulation (EU) No 1151/2012, Articles 8, 49-52; Regulation (EU) No 1308/2013, Articles 94-99; 
Regulation (EU) No 251/2014, Articles 10-16; Regulation (EU) 2019/787, Articles 23-30. 
63 See, for example, Regulation (EU) No 1151/2012, Article 13. 
64 Regulation (EU) No 1151/2012, Article 36. 
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3.2 EU trademark system 

In addition to the sui generis system, trademark system in the EU serves as an 

alternative avenue of GI protection. According to Article 74(2) of Regulation (EU) 

2017/1001: 

By way of derogation from Article 7(1)(c),65 signs or indications which may 

serve, in trade, to designate the geographical origin of the goods or services may 

constitute EU collective marks within the meaning of paragraph 1. An EU 

collective mark shall not entitle the proprietor to prohibit a third party from using 

in the course of trade such signs or indications, provided he uses them in 

accordance with honest practices in industrial or commercial matters; in 

particular, such a mark shall not be invoked against a third party who is entitled 

to use a geographical name. 

In the EU, some GIs are protected in dual systems under EU GI regulations and 

trademark law such as DARJEELING and PARMIGIANO REGGIANO.66 While the 

way of dual protection is not widely used by groups, it is considered that it can take 

advantages of the two systems.67 Compared with the sui generis GI system, the level of 

protection offered by EU trademark law is lower as it depends on consumer confusion 

generally, but it is easier to register a name as an EU collective mark because, inter 

 
65 Article 7(1)(c) of this regulation concerns one of the absolute grounds for refusal of registration: 
“trade marks which consist exclusively of signs or indications which may serve, in trade, to designate 
the kind, quality, quantity, intended purpose, value, geographical origin or the time of production of the 
goods or of rendering of the service, or other characteristics of the goods or service.” 
66  See ESEARCH PLUS database, https://euipo.europa.eu/eSearch/, accessed July 8, 2019. 
DARJEELING is registered as one word mark (No 004325718) and one figurative mark (No 
008674327). PARMIGIANO REGGIANO is registered as one word mark (No 008737447) and several 
figurative marks (No 001126481, 006103899, 008737405, 012053369, 016689333, 017721051 and 
017942425). 
67 See Gail E Evans, “The Comparative Advantages of Geographical Indications and Community Trade 
Marks for the Marketing of Agricultural Products in the European Union” (2010) 41(6) IIC 645, 647: 
“[W]hereas the CTM [Community trademark, renamed as ‘EU trademark’] offers producer groups the 
flexibility necessary to achieve the consumer recognition necessary to the creation of product reputation 
based on geographical origin, subsequently the greater breadth of protection offered by the GI system 
will better maintain price premium.” 
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alia, there is no need to explain the causative link. The procedures for the registration 

of EU collective marks are similar to those of ordinary EU trademarks, 68  but a 

regulation governing the use of a collective mark is required additionally, specifying 

the persons authorized to use, conditions of membership and, where they exist, 

conditions of use of the mark, including sanctions.69 The proprietor of an EU collective 

mark is responsible for the control of the mark being used in a manner compatible with 

the conditions of use; fail to do so will cause the mark to be revoked.70 

However, registering GIs as EU collective marks may not protect GIs 

appropriately and sufficiently as the two types of commercial marks have different 

essential functions. In The Tea Board v. European Union Intellectual Property Office 

(EUIPO) (hereinafter Darjeeling), the Court of Justice of the EU upheld the decision 

made by the General Court that rejected the plaintiff’s claim that the use of 

“DARJEELING” on products such as underwear by the intervener would confuse 

consumers as to the geographical source, and held that a collective mark is a sign to 

distinguish products according to the association as the proprietor of the mark rather 

than according to their geographical origin, and the essential function of a GI is not the 

essential function of an EU collective mark.71 Following the reasoning of the court, 

Heath interprets that “the possibility of registering geographical terms would thus not 

mean that geographical connotations are part of the function of a collective mark”. 72 It 

could be expressed more accurately that indicating geographical origin may be part of 

the function of a collective mark, but it is not a protected function by law. The courts 

 
68 Regulation (EU) 2017/1001, Articles 30-51. 
69 Ibid Article 75. 
70 Ibid Article 81(a). 
71 (Joined Cases C-673/15 P to C-676/15 P) [2017] ECLI:EU:C:2017:702 (CJEU) paras 63-64; (Case T-
624/13) [2015] ETMR 52 (General Court of the EU) paras 41-43. 
72  Christopher Heath, “How Would Geographical Indications from Asia Fare in Europe?” in Irene 
Calboli and Wee Loon Ng-Loy (eds), Geographical Indications at the Crossroads of Trade, 
Development, and Culture (Cambridge, New York and others: CUP 2017) 204.  
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acknowledged that “the word ‘darjeeling’ may serve, in trade, to designate the 

geographical origin of the product covered by the earlier trade mark”,73 but indicating 

geographical origin is not the common and essential function of EU collective marks. 

Hence, EU collective marks are generally protected against confusion as to the 

business source the same as ordinary trademarks rather than the geographical source. 

This is an important factor which should be taken into consideration in choosing the 

proper system of GI protection. 

It is important to note that although EU certification marks were introduced in 

Regulation (EU) 2015/2424, codified in Regulation (EU) 2017/1001, to “remedy the 

current imbalance between national systems and the EU trade mark system”, 74  it 

excluded the possibility of registering GIs as EU certification marks. According to 

Article 83 of the new Regulation (EU) 2017/1001: 

An EU certification mark shall be an EU trade mark which is described as 

such when the mark is applied for and is capable of distinguishing goods or 

services which are certified by the proprietor of the mark in respect of material, 

mode of manufacture of goods or performance of services, quality, accuracy or 

other characteristics, with the exception of geographical origin, from goods and 

services which are not so certified (emphasis added). 

Yet, according to Trademark Directive (EU) 2015/2436 (Directive), Member 

States can provide geographical certification marks at the national level. 75  In the 

Directive, the definition of the “certification mark” is provided without the additional 

 
73 Darjeeling (n 71) (CJEU) para 62; (General Court) para 41. 
74 Regulation (EU) 2015/2424, Recital (27). 
75 Directive (EU) 2015/2436 of the European Parliament and of the Council of 16 December 2015 to 
approximate the laws of the Member States relating to trademarks [2015] OJ L336/1, Article 28(4). 
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exception.76 It is also interesting to note that with regard to Member State’s obligation 

of the establishment of a certification mark system, it is not mandatory, unlike the 

establishment of a collective mark system.77 

Two potential reasons may explain the elimination of EU geographic certification 

marks. Firstly, there is a possible overlap with EU collective marks concerning the 

function of designation of the geographical origin. As discussed above, EU collective 

marks may serve, in trade, to designate the geographical origin, although it is not their 

essential function. Producers located in the same geographical area are able to 

constitute an association and register a collective mark to distinguish products of the 

members from products of other undertakings, which could be a way of certification of 

the origin in a sense.78 Secondly, since the EU is a leading proponent of the sui generis 

GI model, the exclusion of geographical certification marks ensures that the sui 

generis model continues to be the dominant approach at the EU level. However, the 

elimination of certifying geographical origin still impedes the registration of 

 
76 Ibid Article 27(a): “‘guarantee or certification mark’ means a trade mark which is described as such 
when the mark is applied for and is capable of distinguishing goods or services which are certified by 
the proprietor of the mark in respect of material, mode of manufacture of goods or performance of 
services, quality, accuracy or other characteristics, from goods and services which are not so certified.”  
77 Member States “may” provide for the registration of guarantee or certification marks, while Member 
States “shall” provide for the registration of collective marks. See ibid Articles 28(1), 29(1). 
78 In the strict sense, an EU collective mark named after a geographical name playing a role in certifying 
the geographical origin also depends on the regulation governing the use of the mark, such as the source 
of raw materials and whether products will be produced or prepared in the geographical place. That is, 
EU collective and certification marks have different functions: one identifies products of members of an 
association, while the other is used to certify an aspect of products. However, in some national law, the 
distinction is largely porous: collective marks have the function of certification, serving to designate 
common quality or accuracy, geographical origin or other characteristics defined by associations (see 
WIPO, “Technical and Procedural Aspects Relating to the Registration of Certification and Collective 
Mark”, August 30, 2010 (WIPO/STrad/INF/6) para 12; Alison Firth, “Collectivity, Control and Joint 
Adventure: Observations on Marks in Multiple Use” in Norma Dawson and Alison Firth (eds), 
Perspectives on Intellectual Property: Trade Marks Retrospective (London: Sweet & Maxwell 2000) 
178). For example, in France, there is a concept of “collective certification mark” (IP Code, Article 
L715-1). In the last year, Germany amended its Trademark Act to introduce certification marks; while 
before that, collective marks serve to “distinguish the goods or services of the members of the proprietor 
of the collective mark from those of other enterprises in terms of their origin from a given enterprise or 
their geographical origin, their nature, quality or other properties” (section 97 of Trade Mark Act 
(2013)). Thus, some countries do not see the need to establish the certification mark system, which 
makes sense why the obligation is not mandatory according to the EU Trademark Directive 2015/2436. 
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certification marks certifying the geographical origin of the products which may not 

necessarily have a causative link with the origin at the EU level. 

 

4. Controversy over GIs between the US and the EU 

 

Even though the AVA system in the US recalls the EU sui generis GI model and 

trademark regulation plays a role in GI protection in the EU, both parties have their 

dominant or proposed model, in particular from the official standpoint — the US often 

criticizes the EU model and claims that trademark law is sufficient to protect GIs,79 

while the EU advocates its model at the international level and in bilateral agreements 

with dozens of states and regional groupings. 80  Due to different choices of their 

preferred approach, the controversy over GIs between the US and the EU lies in three 

main aspects: ideology of GIs, rationales underpinning GI protection and specific rules 

as to GI protection under distinct systems as a result. 

4.1 Ideology as to GIs 

The divided ideology as to GIs between the US and the EU is that the former 

deems GIs no difference from trademarks while the latter regards them as a separate 

category of intellectual property.81 Historically, geographical names have been treated 

as descriptive terms, generating no right in those names until they acquired secondary 

meaning. 82  With the development of certification marks, GIs without “inherent 

 
79 The USPTO document (n 2). 
80  European Commission: “Wine: Bilateral Agreements with Third Countries”, 
https://ec.europa.eu/agriculture/wine/third-countries_en, accessed July 15, 2019. 
81 See Tesh W Dagne, “The Narrowing Transatlantic Divide: Geographical Indications in Canada’s 
Trade Agreements” (2016) 38(10) EIPR 598, 600. 
82  As Farley explains, in the US, the courts and registration authority were reluctant to view 
geographical terms as conveying any kind of property rights in and of themselves before those terms 
had been invested with meaning resulting from use in commerce. See Christine H Farley, “Conflicts 
between US Law and International Treaties concerning Geographical Indications” (2000) 22 Whittier 
Law Review 73, 76. 
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distinctiveness”83 can be incorporated into the regime, but the emphasis is put on signs 

from the communicative logic, which are deemed as source indicators similar to 

trademarks — one indicates geographical source and the other indicates business 

source — and their collective connotation can deftly be incorporated into the 

certification mark system.84 In addition, as a country formed by immigrant population, 

the US did not historically place cultural or economic importance on GIs and develop a 

system of GI protection like France. 85  Immigrants from Europe used European 

geographical names and know-how to produce and describe their products just as they 

did before in their country of origin.86 Thus, the US lacks the tradition of associating 

products with the place of origin and probing the relationship between the 

characteristics of products and the origin, and did not develop the concept of GIs as a 

result, or, a fortiori, a specific system to regulate them. To date, the concept of GIs is 

not recognized in the US trademark law.  

In the EU, the concept of GIs is rooted in the notion of terroir originating in 

France. At the very beginning, terroir referred to “an area or terrain, usually rather 

small, whose soil and microclimate impart distinctive qualities to food products”, and 

products outside the place bearing the appellation were “false” as they did not have 

that distinctive quality.87 At present, a more balanced notion of terroir embracing both 

 
83 McCarthy (n 15) §14:9: Geographical terms indicating the geographical origin of products are not 
“inherently distinctive” from the perspective of trademark law. However, this understanding is different 
from a point of view described in the case of Darjeeling in which geographic certification marks are 
regarded as “inherently geographically distinctive”. See Darjeeling (TTAB) (n 19). 
84 The USPTO document (n 2): GIs are considered as having the same functions as trademarks — both 
of them are source-identifiers, guarantees of quality and valuable business interests. 
85 Stacy D Goldberg, “Who Will Raise the White Flag: The Battle between the United States and the 
European Union over the Protection of Geographical Indications” (2001) 22 University of Pennsylvania 
Journal of International Economic Law 107, 136; Farley, “Conflicts between US Law and International 
Treaties” (n 82) 74. 
86 For the history, see D Peter Harvey, “Geographical Indications: The United States’ Perspective” 
(2017) 107 TMR 960, 961-62. 
87 Elizabeth Barham, “Translating Terroir: The Global Challenge of French AOC Labeling” (2003) 19 
Journal of Rural Studies 127, 131. 
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natural and human factors receives more and more support.88 Yet, no matter whether 

human contributions are recognized or not, proponents of the notion of terroir claim 

that the end product is unique. 89  Therefore, terroir, as a crucial ingredient in GI 

discourse, explains why GI products are different from common commodities and GIs 

as indicators of those special products are different from trademarks which are used to 

indicate common commodities and thus should not be discussed merely within the 

communicative logic. Accordingly, in order to sufficiently protect the marks and the 

underlying products, unlike the approach adopted in traditional trademark law which 

focuses on the sign, the EU sui generis GI systems regulate not only the sign but also 

the underlying products through enforcing product specification to ensure the 

“authenticity”.90  

4.2 Rationales underpinning GI protection 

The consumer protection rationale is the least controversial rationale for GI 

protection at the international level, as reflected in Article 22 of the TRIPS Agreement, 

which is accepted by common law jurisdictions such as the US. However, even in the 

context of consumer protection rationale, the EU and the US do not agree with each 

other as to the scope of protection. In the framework of trademark law, GIs in the US 

are generally protected against consumer confusion.91  In contrast, the EU grants a 

higher level of protection to GIs in order to pursue an enhanced level of consumer 

protection: 

 
88 See supra note 55. 
89 Gangjee, Relocating GI Law (n 50) 85-90. 
90 See, for example, Regulation (EU) No 1151/2012, Recital (47): “To guarantee to the consumer the 
specific characteristics of geographical indications and traditional specialities guaranteed, operators 
should be subject to a system that verifies compliance with the product specification.” For more details 
as to the content of the product specification, see Regulation (EU) No 1151/2012, Article 7. 
91 15 USC §1052(d) (sections 2 of the Lanham Act). Famous GIs can be protected against dilution, but it 
does not concern consumer interests at large. 
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The specific objectives of protecting designations of origin and 

geographical indications are securing a fair return for farmers and producers for 

the qualities and characteristics of a given product, or of its mode of production, 

and providing clear information on products with specific characteristics linked 

to geographical origin, thereby enabling consumers to make more informed 

purchasing choices.92 

Thus, GIs in the EU are protected against any misuse, imitation and evocation, 

with one of the purposes of protection being to give direct and clear information about 

GI products to consumers.  

In addition to consumer protection rationale, EU GI schemes are largely driven by 

the common agricultural policy (CAP). It is evident from the fact that the name of the 

regulation concerning the protection of PDOs and PGIs for agricultural products and 

foodstuffs was changed from “protection of geographical indications and designations 

of origin” in 2006 to “quality scheme” in 2012. The CAP as a more integrated rural 

development policy emphasizes quality competition, shifting the burden of agricultural 

subsidies from governments to the market. 93  GI systems as quality schemes are 

incorporated in the CAP to support the EU’s agricultural policy with the purpose to 

produce differentiated products with high quality. 

Operating quality schemes for producers which reward them for their 

efforts to produce a diverse range of quality products can benefit the rural 

 
92 Regulation (EU) No 1151/2012, Recital (18). 
93 Allan Buckwell, “Agenda 2000 and Beyond: Towards a New Common Agricultural and Rural Policy 
for Europe” (Academy of Georofili, Florence, 1998) 2-5; Lynne Beresford, “Geographical Indications: 
The Current Landscape” (2007) 17(4) Fordham Intellectual Property, Media and Entertainment Law 
Journal 979, 986-87; Gangjee, Relocating GI Law (n 50) 277; Advisory Group International Aspect of 
Agriculture, “DG AGRI Working Document on International Protection of EU Geographical 
Indications” (Ref Ares (2012) 669394-06/02/2012, Meeting of June 25, 2012) (hereinafter DG AGRI 
Working Document) 1: “It is now commonly shared that in the EU, the agri-food sector needs to build 
on its high quality reputation to sustain competitiveness and profitability and to differentiate their 
produce from commodities.” 
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economy. This is particularly the case in less favoured areas, in mountain areas 

and in the most remote regions, where the farming sector accounts for a 

significant part of the economy and production costs are high. In this way quality 

schemes are able to contribute to and complement rural development policy as 

well as market and income support policies of the common agricultural policy 

(CAP). In particular, they may contribute to areas in which the farming sector is 

of greater economic importance and, especially, to disadvantaged areas.94  

However, this policy reason is not shared by the US, at least for now.95 The US 

relies more on high technology in farming sector to bring prosperity to rural 

communities96 and sells its abundant primary commodities onto world market.  

4.3 Specific rules concerning GI protection 

A. Level of protection 

The issue with regard to the level of protection, or whether GI protection should 

be confined within the scope of consumer confusion, is a conspicuous divergence 

between the US and the EU over GI protection. Their official disputes on this issue are 

best reflected in their contests in the WTO arena and become a problem up to a higher 

level between the Old World and the New World countries in the end.97 

The EU proposes to extend Article 23-level of protection, also known as absolute 

protection, to all GI products and grants a higher level of GI protection against any 

misuse, imitation and evocation in its territory. In contrast, for the US, due to the 

 
94 Regulation (EU) No 1151/2012, Recital (4). 
95 See Gangjee, Relocating GI Law (n 50) 278: “It is trite to state that policy arguments appropriate to 
one specific context may not be universally applicable.” 
96  See “farming” and “rural” sectors on the website of the US Department of Agriculture, 
https://www.usda.gov/topics, accessed May 16, 2019. 
97 For an overview that summarized both parities’ arguments as to extension of Article 23 of the TRIPS 
Agreement, please see WTO, “Issue Related to the Extension of the Protection of Geographical 
Indications Provided for in Article 23 of the TRIPS Agreement to Products other than Wines and 
Spirits”, May 18, 2005 (WT/GC/W/546, TN/C/W/25). See also Michael Handler, “Rethinking GI 
Extension” in Dev Gangjee (ed), Research Handbook on Intellectual Property and Geographical 
Indications (Cheltenham: Edward Elgar 2016). 
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choice of trademark law, GIs are protected according with the rationales for trademark 

protection — consumer protection, based on which consumer confusion is regarded as 

the essence of trademark infringement.98 With the development of trademark dilution, 

the scope has been expanded to focus on the protection of the sign and the interests of 

trademark owner rather than merely consumer interests, but the rationales or reasons of 

anti-dilution are still different from those underpinning GI law.99 Thus, for the US, 

granting absolute protection to GIs, in particular under trademark law, seems to 

necessitate “a fundamental philosophical change”.100 

B. Conflicts between trademarks and GIs 

The relationship between GIs and trademarks is an extremely prominent topic 

among WTO Member States, 101  and the approach to dealing with this conflict, 

especially between prior trademarks and later GIs, is distinct when the later GI is 

registered under trademark system and the sui generis system respectively. The US 
 

98 McCarthy (n 15) §2:33. 
99 The doctrine of dilution was put forward by Frank Schechter starting from the perspective of the 
function of trademarks, claiming that “the value of the modern trademark lies in its selling power” and 
“the preservation of the uniqueness of a trademark should constitute the only rational basis for its 
protection”, divorcing trade mark protection entirely from consumer confusion (see Frank Schechter, 
“The Rational Basis of Trademark Protection” (1927) 40(6) Harvard Law Review 813, 831). This 
doctrine was also criticized by some commentators in light of its theoretical void. See Graeme B 
Dinwoodie, “Dilution as Unfair Competition: European Echoes” in Rochelle C Dreyfuss and Jane C 
Ginsburg (eds), Intellectual Property at the Edge (Cambridge: CUP 2014) 89-90; David J Franklyn, 
“Debunking Dilution Doctrine: Toward a Coherent Theory of the Anti-Free-Rider Principle in 
American Trademark Law” (2004) 56 Hastings Law Journal 117, 165. 
100  WTO, Communication from Argentina and others, “Implications of Article 23 Extension”, 
November 8, 2002 (IP/C/W/386) para 20. 
101 Instructive literature on this issue includes: Dev Gangjee, “Quibbling Siblings: Conflicts between 
Trademarks and Geographical Indications” (2007) 82 Chicago-Kent Law Review 1253; Nina Resinek, 
“Geographical Indications and Trade Marks: Coexistence or ‘First in Time, First in Right’ Principle?” 
(2007) 29(11) EIPR 446; Burkhart Goebel and Manuela Groeschl, “Long Road to Resolving Conflicts 
between Trademarks and Geographical Indications” (2014) 104 TMR 829; Burkhart Goebel, 
“Geographical Indications and Trademarks in Europe” (2005) 95 TMR 1165; Burkhart Goebel, 
“Geographical Indications and Trademarks — the Road from Doha” (2003) 93 TMR 964; Stephen Stern, 
“Geographical Indications and Trade Marks: Conflicts and Possible Resolutions”, June 13, 2003 
(WIPO/GEO/SFO/03/13); Jeff Ikejiri, “Grape Debate: Geographic Indicators vs. Trademarks” (2005) 35 
Southwestern University Law Review 603; Seppo Puustinen, “Geographical Indications, Trade Marks 
and the WTO Dispute” (2003) 9(6) International Trade Law and Regulation 167; Annette Kur and Sam 
Cocks, “Nothing but a GI Thing: Geographical Indications under EU Law” (2006) 17 Fordham 
Intellectual Property, Media & Entertainment Law Journal 999; WIPO, “Possible Solution for Conflicts 
between Trademarks and Geographical Indications and for Conflicts between Homonymous 
Geographical Indications”, June 8, 2000 (SCT/5/3). 
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supports the solution called “first in time, first in right” (hereinafter FITFIR) which 

accommodates priority and exclusivity principles in the trademark regime. 102  By 

contrast, the EU does not strictly conform to the conventional principles, instead 

adopting the path of coexistence to resolve the conflict between prior trademarks and 

later GIs under certain conditions. In Regulation (EU) No. 1151/2012, there are three 

articles dealing with the relationship between GIs and trademarks, which can be 

summarized as the follows: (1) prior GIs prevail over later trademarks; (2) prior 

trademarks prevail over later GIs where registration of the latter would be likely to 

cause consumer confusion in light of the trademark’s reputation, renown and length of 

time of use; and (3) prior trademarks registered in good faith could coexist with later 

GIs.103 

The US challenged the EU on this point. In 2003, the US requested the WTO 

Dispute Settlement Body to establish a panel to resolve a dispute over Regulation 

(EEC) No. 2081/92 on the protection of geographical indications and designations of 

origin for agricultural products and foodstuffs, claiming that the Regulation was 

inconsistent with Article 16.1 of the TRIPS Agreement because “it [did] not ensure 

that a trademark owner may prevent uses of GIs which would result in a likelihood of 

confusion with a prior trademark”.104 Article 14(3) of the Regulation was the subject of 

complaint by the US that this provision was limited to a subset of trademarks, namely 

 
102 Frank Z Hellwig, “Why the Principles of Priority and Exclusivity Cannot Be Compromised — The 
Trademark Owner’s Perspective on Geographical Indications and First in Time, First in Right” cited in 
Gangjee, “Quibbling Siblings” (n 101) 1263. 
103 See Regulation (EU) No 1151/2012, Article 6(4), Article 10(1)(c) and Article 14. 
104 Panel Report, “European Communities – Protection of Trademarks and Geographical Indications for 
Agricultural Products and Foodstuffs, Complaint by the United States”, March 15, 2005 (WT/DS174/R) 
paras 7.512-7.688. Article 16.1 of the TRIPS Agreement reads: “[t]he owner of a registered trademark 
shall have the exclusive right to prevent all third parties not having the owner’s consent from using in 
the course of trade identical or similar signs for goods or services which are identical or similar to those 
in respect of which the trademark is registered where such use would result in a likelihood of confusion. 
In case of the use of an identical sign for identical goods or services, a likelihood of confusion shall be 
presumed. The rights described above shall not prejudice any existing prior rights, nor shall they affect 
the possibility of Members making rights available on the basis of use.”  
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“well-known” or “famous” trademarks.105 The EU considered that this Article was 

sufficient to prevent the registration of any confusing GIs, if properly interpreted: 

reputation, renown and length of time of use were not threshold prerequisites but were 

criteria for accessing whether the later GI was misleading; it could apply to a 

trademark that was not well-known.106 Agreeing with the US on this point, the panel 

considered that Article 14(3) “cannot prevent all [confusing] situations from 

occurring”; hence, it limited the rights of trademarks’ owners.107 However, endorsing 

one defence submitted by the EU, the panel found that the Regulation created a limited 

exception to the exclusive right of a trademark within the meaning of Article 17 of the 

TRIPS Agreement which provides that “Members may provide limited exceptions to 

the right conferred by a trademark, such as fair use of descriptive terms, provided that 

such exceptions take account of the legitimate interests of the owner of the trademark 

and of third parties”.108 In other words, although Article 14(2) and Article 14(3) of the 

Regulation allowing the coexistence of prior trademarks and later GIs may potentially 

result in a likelihood of confusion, the later GIs could be used as they are in 

accordance with geographically descriptive “fair use”, a permitted exception under 

Article 17 of the TRIPS Agreement. 

Under the approach of coexistence, the priority of a former trademark registered 

in good faith is respected in the EU regulations, but it is not the case in the bilateral 

agreement between the EU and a third country. For example, the Agreement between 

the EU and Chile contains a clause requiring that a list of trademarks shall be phased 

out of use after a transitional period of time or shall be cancelled at the date of entry 

 
105 Ibid paras 7.532-7.539. The US challenged Article 14(2) and Article 14(3) of Regulation (EEC) No 
2081/92, which appear at Article 14(2) and Article 6(4) of Regulation (EU) No 1151/2012. 
106 Ibid para 7.543. 
107 Ibid para 7.575. 
108 Ibid paras 7.644-7.688. 
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into force of the Agreement.109 According to a document released by the Directorate-

General for Agriculture and Rural Development (DG AGRI), one of the objectives of a 

bilateral agreement concluded by the EU with regard to GIs is “[t]o phase out prior 

uses of EU names’. 110  However, negotiating with a party having the size of the 

economy comparable to that of the EU, such as the US, compared with countries 

having less leverage, it will be much more difficult to “coerce” them to adopt the 

coexistence approach, as realized in the DG AGRI working document,111 let alone 

achieve such a phase-out term.112  

C. Genericness 

The US and the EU have different rules concerning genericness, such as 

thresholds, the way of assessment and the impact of registration on the meaning of the 

term. Yet, the main dispute over this issue between the two sides lies in the contest for 

some specific names that, on the one hand, they are considered as semi-generic names 

in the US, while on the other, the EU insists on clawing those rights back.113 Although 

it is controversial in theory whether a generic term should be rolled back 114 , in 

 
109 Agreement Establishing an Association between the European Community and Its Member State and 
the Republic of Chile (2002), Article 7. See also Council and Commission Decision of 29 March 2010 
on the Conclusion of the Stabilization and Association Agreement between the European Communities 
and Their Member States, of the one part, and the Republic of Montenegro, of the Other Part, Article 8.3: 
“Montenegro shall adopt the necessary measures to amend all trademarks so as to fully remove all 
reference to Community geographical indications protected under Article 4 of Title I of this Agreement. 
All said references shall be removed at the latest by 31 December 2008.” 
110 DG AGRI Working Document (n 93) 9. 
111 Ibid 10: expressing that when negotiating with countries without GI tradition, such as Canada and 
Singapore, discussions of some issues such as coexistence between prior trademarks and later GIs are 
very difficult. 
112  Andries Van Der Merwe, “Geographical Indication Protection in South Africa with Particular 
Reference to Wines and to the EU” (2009) 10(1) Estey Centre Journal of International Law and Trade 
Policy 186, 192. 
113 See Irene Calboli, “Time to Say Local Cheese and Smile at Geographical Indications of Origin? 
International Trade and Local Development in the United States” (2015) 53(2) Houston Law Review 
373, 376: revealing that the dispute over some generic names between the US and the EU becomes one 
of the main obstacles of negotiating the TTIP. 
114 In terms of the issue whether a generic name can be retrieved, there are arguments that once the term 
become part of the public domain, it should not be permitted to be re-monopolized, no matter whether 
by artificial manner or not (see Van Der Merwe (n 112) 192); more commentators criticize the artificial 
manner, but hold that it is possible to reclaim exclusive rights again by linguistic evolution. See Norma 
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practice, it is possible to retrieve a generic name mainly by three ways. The first way is 

to reinvent a narrower GI. “CAMEMBERT”, for example, was declared to be generic 

in 1926 by the French court, while “Camembert de Normandie” is a PDO in the EU 

now.115  Secondly, right holders can repropertize the name by changing the public 

perception, which is difficult, demanding a significant amount of efforts by right 

holders.116 For instance, to reclaim the right, Champagne producers invested heavily to 

educate consumers in the US that “‘Champagne’ designates only sparkling wines from 

the Champagne district”. 117  The third way is a political approach agreed at the 

national, bilateral or multilateral level, ignoring the status of the word understood in 

common language. This approach is preferred by the EU and well established in its 

practice. In international negotiations, the EU claims exclusive rights for 41 

indications including Champagne, Roquefort and so on, which are treated as generic 

terms in many WTO Member States.118 Even though “the list proved unpalatable”, it is 

far more effective in bilateral negotiations.119 As a result, “[t]he decision about whether 

or not a denomination is generic or semi-generic can naturally appear to be a sovereign 

 
Dawson, “Locating Geographical Indications — Perspectives from English Law” (2000) 90 TMR 590, 
606: “[T]he rollback of generics is not morally mandated; indeed, the fundamental principles of 
trademark law and unfair competition militate against the artificial reversal of genericness”; Gerhar 
Schricker, “Protection of Indications of Source, Appellations of Origin and Other Geographic 
Designations in the Federal Republic of Germany” (1983) 14(3) IIC 307, 316: “The relation between 
indications of source and generic terms is generally not fixed but variable: the former can metamorphose 
into the latter, but can also become ‘relocalized’”; Justin Hughes, “Champagne, Feta, and Bourbon — 
The Spirited Debate about Geographical Indications” (2006) 58 Hastings Law Journal 299, 378: 
“Students of American trademark law may immediately answer that a word once generic remains 
generic. But there are at least a few cases of generic words being successfully repropertized, including 
SINGER for sewing machines and GOODYEAR for rubber products.” 
115 Dev Gangjee, “Genericide: The Death of a Geographical Indication?” in Dev Gangjee (ed), Research 
Handbook on Intellectual Property and Geographical Indications (Cheltenham: Edward Elgar 2016) 
545. See also Alan Matthews, “What Outcome to Expect on Geographical Indications in the TTIP Free 
Trade Agreement Negotiations with the United States?” (145th EAAE Seminar, Parma, 14-15 April 
2015) 19: in which two more examples were raised: “MOZZARELLA DI BUFALA CAMPANA” is 
protected as a GI in the EU while “MOZZARELLA” is free to use; “GOUDA HOLLAND” is protected 
but “GOUDA” is not.   
116 Gangjee, “Genericide” (n 115) 546. 
117 Hughes (n 114) 377-78. 
118 EC, “WTO Talks: EU Steps up Bid for Better Protection of Regional Quality Products” (August 28, 
2003), http://europa.eu/rapid/press-release_IP-03-1178_en.htm, accessed July 17, 2019. 
119 Gangjee, “Genericide” (n 115) 544. 
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domestic political decision.”120  Therefore, from the legal perspective, the issue of 

genericness may not bring many problems considering that it has been addressed in 

Article 24.6 of the TRIPS Agreement that Member States are not in the obligation to 

protect those names which are deemed as generic name in their territory, but it 

becomes a serious dispute in the context of politics such as negotiation of a bilateral 

agreement. The Agreement on trade in wine between the EU and the US requires the 

US to restrict the use of those semi-generic names,121 but in the food sector, there is a 

strong resistance in the US of giving up the right to use those names.122 

D. Enforcement 

It is one of the distinct characteristics of the EU sui generis GI system that there is 

a high degree of state involvement in the external and internal GI enforcement — 

fighting against infringement and verifying products complying with the product 

specification to ensure that protected names are used on authentic products.123  By 

contrast, in the certification mark system in the US, internal enforcement concerning 

the management of certification marks is controlled entirely by the owner and external 

enforcement with regard to the fight against infringement also rests with the owner. 

The US takes this self-policing system as an advantage. In a USPTO document, it 

alleges that: 

[T]he system is self-policing: competitors, businesses in the geographic 

area, or mark owners will undoubtedly raise issues of infringement, and failure 

to comply with certification standards, among other things. Thus, governments 

 
120 Jacques Audier, “Generic and Semi-generic Denominations: Determination Criteria and Methods to 
Reduce Their Effects” (2000) AIDV/IWLA Bulletin N°22 29, 30. 
121 Agreement between the European Community and the United States of America on Trade in Wine 
(2006), Article 6. 
122 The website of Consortium for Common Food Names (CCFN), http://www.commonfoodnames.com/, 
accessed July 20, 2019. 
123 Regulation (EU) No 1151/2012, Article 36(3). 
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do not have to commit additional enforcement resources to ensure compliance. 

Moreover, private owners are not forced to wait for their government to take 

action against infringement or address unauthorized use. The owner can 

determine when to take action and may do so immediately, at the first sign of 

infringement, thus preserving profits before they are channeled towards a 

competitor.124 

Thus, it is one of the reasons of the US being hostile to the sui generis GI 

model and the US often criticizes the EU on this point that government enforcement 

costs considerable public resources.125    

 

5. Potential for Harmonization 

 

Although there are many differences and even disputes on GIs between the US 

and the EU, in light of the development of GI protection at the regional and 

international level as well as in the US these years, it is believed that the controversy 

over the issue between the two parties is not irreconcilable.126 

5.1 Ideology as to GIs 

Analyzing these issues from the aspect of the ideology of GIs, although trademark 

law is still the dominant approach to GI protection focusing on the informational 

efficiency of the sign in the US at this stage, the emergence and development of the 

AVA system can be seen as an indicator that the concept of terroir is increasingly 

 
124 The USPTO document (n 2). 
125 Le Goffic and Zappalaglio (n 31) 35. See also WTO, IP/C/W/386 (n 100) paras 17-19. 
126 Le Goffic and Zappalaglio (n 31) 35-44; Calboli, “Time to Say Local Cheese” (n 113); Matthews (n 
115) 18: the author points out that differences of GI protection between the EU and the US are not 
differences in principle, but mainly concerning the issue of genericness. 
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accepted in the US. 127  Under this system, the link between the wine and its 

geographical origin is emphasized and required, which means that the US is committed 

to regulating the relationship between product features and geographical origin in the 

wine sector. With the wine sector acting as the pilot to support the notion of terroir 

and to develop a special system to regulate the name and the underlying products, it 

could have a profound effect on other industries.  

The transatlantic controversy over the ideology of GIs is believed as the result of 

the distinct traditions of common law and civil law and is considered that establishing 

and implementing a sui generis GI system confronts obstacles in the common law 

jurisdictions.128 However, this argument is not tenable considering that countries with 

common law traditions are starting to embrace the sui generis GI system. Firstly, 

Australia becomes the beneficiary of the wine GI system which was established as the 

outcome of a bilateral agreement with the EU,129 and now there are suggestions on the 

expansion of the system for all agricultural products and foodstuffs.130 Secondly, the 

example of the UK with the intention to establish a domestic sui generis system for GI 

protection after leaving the EU can also be seen as a positive signal when we talk 

 
127 Le Goffic and Zappalaglio (n 31). 
128 Gail E Evans, “The Protection of Geographical Indications in the European Union and the United 
States under Sui Generis and Trade Mark Systems: Signs of Harmonization?” (2013) 1 Intellectual 
Property Quarterly 18, 46: the author ascribes the transatlantic controversy over GIs to traditions of 
legal systems and values to agriculture and land management, and concludes that “[i]t is a potent 
normative conflict that is likely to present a continued obstacle to the further international harmonisation 
of GIs for some time to come”. See also Daniel Gervais, “Irreconcilable Differences? The Geneva Act 
of the Lisbon Agreement and the Common Law” (2015) 53(2) Houston Law Review 339. 
129  See Agreement between the European Community and Australia on Trade in Wine ([2009] OJ 
L28/3). See also Irene Calboli, “Expanding the Protection of Geographical Indications of Origin under 
TRIPS: ‘Old’ Debate or ‘New’ Opportunity?” (2006) 10(2) Marquette Intellectual Property Law Review 
181, 201. 
130  See William Van Caenegem, “Registered GIs: Intellectual Property, Agricultural Policy and 
International Trade” (2004) 26(4) EIPR 170; William Van Caenegem, Jen A Cleary and Peter Drahos, 
“Pride and Profit: Geographical Indications as Regional Development Tools in Australia” (2014) 16(1) 
Journal of Economic and Social Policy, http://epubs.scu.edu.au/jesp/vol16/iss1/5/, accessed July 16, 
2019; William Van Caenegem, Peter Drahos and Jen Cleary, “Provenance of Australian Food Products: 
Is There a Place for Geographical Indications?” (RIRDC Project No. PRJ-009251, July 2015); William 
Van Caenegem, Jen Cleary, Lucie Tréguier, “Local to Global: Provenance Branding and Farmer Co-
operation for High Value Export Markets” (RIRDC Project No PRJ-010396, October 2016). 
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about the difficulty caused by different legal traditions.131 The UK case reveals that 

even for common law countries with the tradition not to recognize the property rights 

in geographical names at the first place and then to protect them mainly in trademark 

law, they have the need and are able to acquire benefits from the sui generis system to 

better protect their own GIs. Thus, establishing a sui generis GI system in the US is 

neither insurmountable nor infeasible, especially with plenty of experience in the wine 

sector. 

5.2 Rationales underpinning GI protection 

Moving to the differences concerning rationales of GI protection, it is arguable 

that utilitarian theory justifying GI protection even to a higher level, including 

enhanced consumer protection and the agricultural policy reason, applies not only to 

the EU but also to the US. To begin with, it is in the interests of the US consumers to 

provide clear and accurate information with regard to GI products. A new poll released 

in 2018 shows that in the US there is a growing demand for accurate and clear wine 

labels, and allowing American wine producers to misuse foreign wine region names is 

regarded as a “deceptive” act by 70 percent of American wine drinkers.132 Besides, it is 

in the American wine producers’ interests to improve the level of protection to wine 

region names as there are some internationally well-known wine regions in the US.133 

In other words, for the benefits of consumers and wine producers in the US, there is a 

need to grant an enhanced level of GI protection. The needs and benefits may only be 

 
131 See Department for Environment, Food and Rural Affairs, “Geographical Indication Consultation on 
Establishing UK Geographical Indications (GI) Schemes after EU Exit” (GOV.UK, October 2018), 
https://consult.defra.gov.uk/food/consultation-on-uk-geographical-indications-
scheme/supporting_documents/UK%20GI%20scheme%20consultation%20document.pdf, accessed July 
16, 2019. 
132 Wine Origins Alliance, “New Poll Shows Broad Support for Laws to Protect against Misleading 
Wine Labels” (CISION, March 5, 2018), https://www.prnewswire.com/news-releases/new-poll-shows-
broad-support-for-laws-to-protect-against-misleading-wine-labels-300607800.html, accessed July 16, 
2019. 
133 Ibid. 
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evident in the wine sector at present, but this fact against the view that the current US 

law, in particular protection granted by trademark law within the scope of consumer 

confusion, is enough to protect and inform consumers.134 As for agricultural policy, 

although the increase of productivity relying on innovation and changes in technology 

is still the main contributor to economic growth in US agriculture,135 the US has the 

potential to produce differentiated products to complement the current agriculture 

policy because “the US has enough regional differentiation to build a policy on local 

foods sold to apparently ever-richer consumers”.136 As Josling commented a decade 

ago that there is a great potential that the future of the US agriculture would also be in 

the differentiation of production rather than the common commodities due to new 

agricultural powers from developing counties emerge with which the US may not 

compete in that area.137  

5.3 Specific rules concerning GI protection 

A. Level of protection 

Inferred from the bilateral agreements the EU has concluded with third countries, 

Article 23-level of protection provided in the TRIPS Agreement is the minimum 

standard of GI protection the EU pursues, 138  and some of them even grant the 

protection comparable to that provided in the EU GI Regulations against any misuse, 

 
134  The USPTO document (n 2): “The United States has found that by protecting geographical 
indications through the trademark system — usually as certification and collective marks — the United 
States can provide TRIPS-plus levels of protection to GIs, of either domestic or foreign origin.” 
135  “Agricultural Research and Productivity” (US Department of Agriculture Economic Research 
Service, October 15, 2018), https://www.ers.usda.gov/topics/farm-economy/agricultural-research-and-
productivity/, accessed July 30, 2019. 
136 Tim Josling, “The War on Terroir: Geographical Indications as a Transatlantic Trade Conflict” (2006) 
57(3) Journal of Agricultural Economics 337, 359-60. 
137 Ibid 360. 
138 DG AGRI Working Document (n 93) 5: one of the main objectives the EU seeks in international 
negotiations is “to reach extension of the level protection for foodstuffs”. 
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imitation and evocation.139 However, it is not the objective of the EU to transplant its 

internal legislation to third countries but to provide “TRIPS plus” protection to GIs, or 

at least, a list of GIs which are most likely to be usurped and/or with an economic 

interest or potential development.140 

It seems that the grant of absolute protection to GIs, as provided in Article 23 of 

the TRIPS Agreement, is not impossible for the US. In 1929, as Farley revealed, the 

US entered a multilateral agreement which is still in force called “general inter-

American convention for trademark and commercial protection”, in which an article 

provides protection similar to that provided in Article 23 of the TRIPS Agreement, 

prescribing that “[e]very indication of geographical origin or sources which does not 

actually correspond to the place in which the article product or merchandise was 

fabricated, manufactured, produced or harvested, shall be considered fraudulent and 

illegal, and therefore prohibited”.141 In addition, the US has already provided enhanced 

protection beyond the scope of consumer confusion for GIs for wines and spirits in its 

trademark law as a result of the TRIPS Agreement.142 Thus, extension of the absolute 

protection to all GIs other than wines and spirits is not that contradictory with the US 

law or legal philosophy as claimed. 143  As stated in a document announcing the 

ratification of the Inter-American Convention published by the US: provisions of 

repression of false indications of geographical origin or source were consistent with 

 
139 See, for example, Association Agreement between the European Union and the European Atomic 
Energy Community and Their Member States, of the one part, and the Republic of Moldova, of the 
other part (2014), Article 299. 
140 DG AGRI Working Document (n 93) 8. 
141 Christine Haight Farley, “Looking beyond the Known Story: How the Prehistory of Protection of 
Geographical Indications in the Americas Provides an Alternate Approach” in Irene Calboli and Wee 
Loon Ng-Loy (eds), Geographical Indications at the Crossroads of Trade, Development, and Culture: 
Focus on Asia-Pacific (Cambridge, New York and others: Cambridge University Press 2017) 216. See 
also Article 23 of the General Inter-American Convention for Trademark and Commercial Protection of 
1929. 
142 15 USC § 1052(a) (section 2 of the Lanham Act). 
143 See supra note 100 and accompanying context.   
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US principles — “[i]t has always been the law in this country that the application of 

geographical terms to merchandise not originating in the geographical district 

indicated, is unfair and unlawful.”144 

Therefore, the reason of resistance to the issue of extension mainly concerns the 

US economic interests — the “interest in protecting its large food producers”145 and 

“the benefit resulting from using GIs originating in other countries in the international 

market, including the potential use in the future”. 146  Improving the level of GI 

protection will have an effect on the agricultural and food industries with regard to the 

use of some EU GIs in light of the fact that at present they can be used by US 

producers as long as it does not cause consumer confusion in the US. Nevertheless, as 

elaborated above, there is a great potential that the interests of consumers and GI right 

holders resulting from the enhanced level of protection which are now evident in the 

wine sector could be extended to other industries such as agricultural products and 

foodstuffs with the concept of terroir being increasingly accepted in the US. 147 

Additionally, setting the sights on the global market, the interests of the US in using 

European names to brand their products exporting to the international market is 

gradually decreasing with more and more countries undertaking the obligation to 

protect European GI names.148 In sum, GI protection based on an objective standard is 

not completely unfamiliar to the US law, and the situation that the benefits attaining 

from continuing using European names as long as it does not cause consumer 

 
144  Press Release, US Delegation to the Inter-American Convention, The Advantages Accruing to 
American Citizens from the General Convention for Trademark and Commercial Protection 2 (February 
11, 1929), cited in Farley, “Looking beyond the Known Story” (n 141) 219. 
145 Farley, “Looking beyond the Known Story” (n 141) 227. 
146  Xiaoyan Wang, “Absolute Protection for Geographical Indications: Protectionism or Justified 
Rights?” (2018) 8(2) QMJIP 73, 87. 
147 See section 5.2 of this article. 
148  CCFN Alert 1st Quarter 2019 (March 2019) 4, http://www.commonfoodnames.com/wp-
content/uploads/CCFN-Newsletter-Q1-2019-FINAL.pdf, accessed July 20, 2019: “In the EU and other 
markets that have adopted the EU GI system, American producers and traders either are effectively 
blocked from those markets or are otherwise restricted.” 
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confusion outweigh establishing its own GIs with an enhanced level of protection is 

changing. In the long run, it is in the interests of the US consumers, GI right holders, 

even its industries, to enhance the level of GI protection.  

B. Conflicts between trademarks and GIs 

The division of the conflicts between prior trademarks and later GIs between the 

US and the EU mainly lies in the embracement of the resolution rule: whether the rule 

of FITFIR or coexistence should be universally applied? From practical experience, it 

seems that rigidly adopting the rule of FITFIR could achieve unappealing results.149 It 

is suggested that, as some scholars argue, the approach of coexistence is more 

attractive, which is established on the consideration of fairness with the balance of 

different parties’ interests.150 Specifically, the principle of FITFIR is a rule internal to 

trademark law which does not account for the basic differences between GIs and 

trademarks. Firstly, considering the function of GIs as to the description of the 

geographical origin of products, the use of a later GI constitutes “fair use of descriptive 

terms”, which is a justifiable limitation of the exclusivity of trademarks.151 Thereby it 

could explain why, vice versa, a later trademark cannot coexist with a prior GI — it is 

not because GIs are superior over trademarks but the later use of a trademark is not a 

fair use. Secondly, the limitation of FITFIR is that it is founded on the principle of 
 

149 See Consorzio del Prosciutto di Parma v Parma Sausage Products Inc, 23 USPQ 2d 1894 (TTAB 
1992), in which the Trademark Trial and Appeal Board recognized in its conclusion the difficulties of 
balancing property rights and the public interest, and assessing the legitimacy of claims on both sides. 
See also Bernard O’Connor, The Law of Geographical Indications (London: Cameron May 2004) 119; 
Resinek (n 101) 450-51: arguing that the application of the principle of priority would facilitate 
misappropriation of goodwill, consumer confusion and dilution, because first in one jurisdiction as a 
trademark may ignore a prior GI elsewhere. 
150 See Goebel and Groeschl (n 101) 864-65. Although Goebel and Groeschl argued in their article that 
the principles of priority, exclusivity and territoriality should remain as basics, they also expressed the 
view that the application of these three as guiding principles for conflicts between GIs and trademarks 
should change with time and according to circumstances with the possibility that “sometimes the 
emphasis is on the fair descriptive use element that is tied to exclusivity”. This is consistent with what 
Gangjee attempted to establish in his article — “to juxtapose the strained rhetoric of the ‘first in time, 
first in right’ rule with the very pragmatic and extant doctrinal possibilities for coexistence”. See 
Gangjee, “Quibbling Siblings” (n 101) 1289. 
151 TRIPS Agreement, Article 17; WTO, WT/DS174/R (n 104). 
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territoriality, which has been greatly undermined by globalization.152 Worst of all, the 

fact that a strict application of FITFIR precludes the registration of GIs is not simply 

about the costs on rebranding but concerns the deprivation of the right of GI products 

as club goods being marketed and recognized. By contrast, the registration of a prior 

GI would not cause such disastrous consequence to a later trademark as there are 

infinite alternatives.    

In practice, the principle of FITFIR is not strictly applied in the trademark system. 

Even when there is a likelihood of confusion, marks could be permitted to coexist in 

accordance with honest practices.153 As noticed from the TESS database, “PARMA 

HAM” and “PROSCIUTTO DI PARMA” which were refused to be registered due to 

the existence of a prior trademark “PARMA BRAND” now coexist with the individual 

trademark as certification marks.154 In other words, as Goebel and Groeschl illustrate, 

reconciling the interests of the parties and limiting the monopoly right of trademarks to 

achieve equitable solutions are immanent within trademark law.155 Therefore, adopting 

FITFIR as a guiding principle while taking both parties’ interests into consideration to 

permit coexistence, as adopted in practice in the US, could be a more reasonable 

approach to dealing with the issue. It is worth underlining that under this approach, the 

 
152  Gangjee, “Quibbling Siblings” (n 101) 1269-70: arguing that “first” in one territory ignores 
development in other territories, especially the country of origin, and with the merging of global markets, 
“FITFIR appears a remarkably inequitable and simplistic solution.” 
153 In Budejovicky Budvar Narodni Podnik v Anheuser-Busch Inc ((C-482/09) [2012] ETMR 2), the 
CJEU held that if the essential function of the earlier mark is not affected, the owner of an earlier trade 
mark cannot obtain the cancellation of an identical later trade mark used on identical products where 
there has been a long period of honest concurrent use. See also KP Permanent Make-Up, Inc v Lasting 
Impression I, Inc, 543 US 111 (2004) (US Supreme Court): “The common law’s tolerance of a certain 
degree of confusion on the part of consumers followed from the very fact that in cases like this one an 
originally descriptive term was selected to be used as a mark, not to mention the undesirability of 
allowing anyone to obtain a complete monopoly on use of a descriptive term simply by grabbing it first. 
… ‘If any confusion results, that is a risk the plaintiff accepted when it decided to identify its product 
with a mark that uses a well[-]known descriptive phrase.’” Yet, it is worth noting that fair use operates 
in the US only if the use of the term is “otherwise than as a mark” (15 USC § 1115(b)(4) (section 33 of 
the Lanham Act)). 
154 “PARMA HAM” (Reg No 2014628); “PROSCIUTTO DI PARMA” (Reg No 2014629); “PARMA 
BRAND” (Reg No 0875721). 
155 Goebel and Groeschl (n 101) 859-62. 
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right of prior trademarks attained in good faith should be respected, which means that 

they should not be phased out of use, but it would be a different story when it is 

discussed in the political context. 

C. Genericness 

There are also ways that might be useful to resolve the issue concerning generic 

names. Firstly, as stated above, narrowing down the scope of the name can be a way to 

acquire protection again.156 Thus, for example, if “Feta” is considered as a common 

name in the US, “Feta Greece” or “Greek Feta” might be protected in the US against 

any misuse. It is noticed that even for the Consortium for Common Food Names 

(CCFN) which was established to protect worldwide the right to use common food 

names does not oppose cheese producers from Parma region of Italy to use 

“PARMIGIANO REGGIANO” but against their claim for the broader term 

“PARMESAN” which is a common name for cheese in the US. 157  Secondly, a 

compromise achieved in the EU-Canada Comprehensive Economic and Trade 

Agreement might be working between the EU and the US that for some names, if 

producers have legally used them for certain years, they can still use those names, but 

they are protected from misuse for relatively new producers or undertakings after a 

transitional period of time; for some names with more tension, the US producers can 

use those names but accompanied by additional expressions such as “kind”, “type” or 

the like with the indication of the true geographical origin.158 

 
156 See supra note 115 and accompanying context. 
157 The website of the CCFN, http://www.commonfoodnames.com/the-issue/our-mission/, accessed May 
20, 2019. It is noticed in an EU case that “Parmesan” was protected from misuse because it evoked the 
cheese protected by the PDO “Parmigiano Reggiano” and Germany failed to prove that “Parmesan” had 
become generic. See Commission of the European Communities v Germany (Case C-132/05) [2008] 
ETMR 32 (CJEU). 
158 Comprehensive Economic and Trade Agreement between Canada and the European Union and Its 
Member States (2017), Article 20.21. See also Dagne (n 81) 605-606: arguing that the CETA has 
reconciled the conflict between GIs and trademarks. 
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Since the issue of genericness is most likely to be tackled by the realpolitik 

approach, there is an argument concerning what the EU will offer to exchange the 

US’s concession with regard to the rights to those common names.159 In contrast, there 

is a point of view that in the wine sector, for broader markets and enhanced reputation 

of the US wines, recognizing semi-generic terms as protected designations might be an 

opportunity for the US in the long run.160 From a practical perspective and taking the 

current status as to the development of GI protection worldwide into consideration, 

making a compromise on this issue with the EU is also in the interests of the US side. 

With more and more bilateral agreements the EU entered with third parties, it makes 

even more difficult for the US producers and operators to export their agricultural 

products, foodstuffs, wines and spirits bearing European names not only to the EU, as 

a large market, but also to those third counties as they are bound to agreements with 

the EU to protect EU GIs. Thus, both parties have interests in making an agreement on 

this issue.  

D. Enforcement 

As for the difference in public versus private enforcement, ostensibly, 

certification marks are considered as a private marketing device with little public 

intervention in internal enforcement such as production standards and modes of 

manufacture.161 However, in practice, the line between the US approach and the EU 

method is not so clear on this point in light of the fact that the US government plays a 

very important role in GI protection by public intervention and public investment.162 

 
159 Matthews (n 115) 19. 
160 Leigh Ann Lindquist, “Champagne or Champagne? An Examination of US Failure to Comply with 
the Geographical Provisions of the TRIPS Agreement” (1999) 27 Georgia Journal of International and 
Comparative Law 309, 334. 
161 Robert W Benson, “Regulation of American Wine Labeling: In Vino Veritas” (1978) 11 University 
of California, Davis 115, 122-23. 
162 Le Goffic and Zappalaglio (n 31) 37-39. 
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Usually the owner of a geographic certification mark is a governmental body or a body 

operating with governmental authorization. 163  For example, the registrant of a 

certification mark “CERTIFIED GENUINE IDAHO POTATOES GROWN IN 

IDAHO”, Idaho Potato Commission, is a state agency funded by a tax levied on all 

Idaho-grown potatoes and work with “State and Federal government agencies and 

National industry organizations to better leverage support”.164 According to the TMEP, 

for a geographic certification mark, there are two elements of basic concern: 

“preserving the freedom of all persons in the region to use the term” and “preventing 

abuses or illegal uses of the mark that would be detrimental to all those entitled to use 

the mark”.165 Thus, it is believed that a local governmental body is in a better position 

to fulfil these objectives than a private individual. 166  That is to say, even in the 

trademark regime where no more public interests other than consumer interests are 

visible, in order to exert necessary control, public authorities are considered as 

incumbent to intervene. Then, for GI protection, there is no reason to blame public 

involvement where more public interests and social welfare are concerned. 

Additionally, public involvement in external enforcement is a common situation 

in the field of intellectual property. Paris Convention and Madrid Agreement provide 

border measures for the protection of trademarks and other commercial indications.167 

It is true, as stated in the USPTO document, that self-policing saves the resources of 

 
163 TMEP §1306.05(b)(ii). 
164  The website of Idaho Potatoes, “About Idaho Potatoes”, https://idahopotato.com/IdahoPotatoes, 
accessed July 22, 2019. 
165 TMEP §1306.05(b)(ii). 
166 Ibid. 
167 Article 9 of the Paris Convention for the Protection of Industrial Property of 20 March 1883 (as 
revised at Brussels on 14 December 1900, Washington on 2 June 1911, The Hague on 6 November 1925, 
London on 2 June 1934, Lisbon on 31 October 1958 and Stockholm on 14 July 1967 and as amended on 
28 September 1979; Articles 1-2 of  the Madrid Agreement for the Repression of False or Deceptive 
Indications of Source on Goods of 14 April 1891 (as revised at Washington on 2 June 1911, The Hague 
on 6 November 1925, London on 2 June 1934, Lisbon on 31 October 1958 and Stockholm on 14 July 
1967. 
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establishment of an additional approach, but in the meanwhile, it blocks an effective 

way of enforcement by administrative steps ex officio and places the burden entirely on 

the owner where products bearing infringed marks are circulated in the market. For 

owners of trademarks in the US, the way of fighting infringement is bringing lawsuits, 

which is time-consuming and expensive, in addition to the informal way of cease and 

desist letters.168 Administrative actions could be more effective than legal proceedings, 

and granting competent authorities the power to fight against infringement does not 

mean that owners are “forced to wait for their government to take action”169 — they 

still have the right to take actions themselves if the government is hesitant to take steps. 

In summary, the US can do more to provide better protection to GIs in terms of right 

enforcement, but public involvement in GI protection is the reality in its territory and 

the line between this “self-policing” trademark system and the EU GI system is not so 

clear.170 

 

6. Concluding Remarks 

 

This article illustrates the transatlantic differences of GI protection from the 

aspects of ideology, rationales and some specific rules, and explores the potential of 

harmonization and possible ways to tackle those divergences taking the current 

development of GI protection into consideration. In light of the development of GI 

protection in the US, it is believed that GI protection is no longer an EU issue and the 

 
168 15 USC §1114 (section 32 of the Lanham Act): Any person who infringes trademark rights “shall be 
liable in a civil action by the registrant”. See also USPTO, “About Trademark Infringement”, 
https://www.uspto.gov/page/about-trademark-infringement, accessed July 5, 2019. 
169 The USPTO document (n 2). 
170 Le Goffic and Zappalaglio (n 31) 37-38: revealing that certification marks in the US which are used 
to protect indications of source and GIs are widely used by public authorities and have become a device 
of public intervention. 
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benefits can be attained in countries without the tradition to recognize the property 

rights in geographical signs indicating the relationship between the characteristics of 

products and the geographical origin. The significance of GIs in economics and social 

dimensions serves as the foundation for the US and the EU to reconcile. It has to be 

admitted that the divergence over GIs between the US and EU may not be tackled 

entirely in a short term, but what is for sure is that the division is narrowing. 

 


